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- Th9 MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to (X)mmunication(s) filed on 19 February 2004 . 
2a)l3 This action is FINAL. 2b)D This action is non-finai, 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) 1-5 and 8-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim{s) Is/are allowed. 

6) 13 Claim(s) 1-5 ar^d 8-10 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 19 February 2004 is/are: a)n accepted or b)l3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required If the drawing(s) Is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonm PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-{d) or (0- 
a)n All b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. , 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Drawings 

1 . The drawings were received on February 19, 2004. These drawings are not accepted. 
The replacement sheet for Figure 2 is not approved because it does not show the coupling 

of the mounting joint to a wall or ceiling as an alternative to mounting it to the operating table. 
According to the specification, the coupling of the mounting joint to a wall or ceiling disposes 
the mounting joint over the operating table and patient. Such mounting is not disclosed in 
combination with mounting the joint to the operating table, as shown in proposed Figure 2. 
Thus, proposed Figure 2 suggest a structure which is inconsistent with the original disclosure. 

2. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: At least pages 1 1 
and 12 of the specification mention element numerals 62, 65 and 140 but they can not be found 
in the drawings. A proposed drawing correction or corrected drawings are required in reply to 
the Office action to avoid abandonment of the application. The objection to the drawings will 
not be held in abeyance. 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
include the following reference sign(s) not mentioned in the description: Numeral 54 in Figure 
3A can not be found in the specification, A proposed drawing correction, corrected drawings, or 
amendment to the specification to add the reference sign(s) in the description, are required in 
reply to the Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 
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Claim Rejections - 35 USC §102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the lAiited States. 



5. Claims 1-5 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Wang et al. 
(U.S. Pat. 5,855,583). 

Wang et al. disclose the device as previously described in numbered paragraph 3 of the 
previous Office Action, paper number 8. AppUcant has amended claim 1 to specify that the 
instrument is removably coupled to the distal wrist. However, Wang et al. anticipates this (note 
Figures 18 and 19, and column 17, hnes 49-64). Applicant also has added the Hmitation of 
"fixing the orientation of the mounting joint during the surgical procedure". As pointed out in 
the previous Office Action, any of joints Jsl through Js4 (Fig.3) anticipate a mounting joint for 
positioning and fixing the manipulator arm. Any of these joints, when in the desired position, 
will "fix" the manipulator arm. Furthermore, joint Js4 is a spring loaded passive joint (col. 5, 
lines 56-63) which inherently is fixed when no force is applied to move it. 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 



Claim Rejections - 35 USC§ 103 



Application/Control Number: 10/004,399 
Art Unit: 3739 



Page 4 



having ordinary skill in the art to which said subject matter pertains. Patentabihty shall not be negatived by the 
manner in \^ch the invention was made. 

7. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wang et 
al. in view of Madhani et al. (U.S. Pat. 5,807,377) for the reasons set forth in numbered 
paragraph 5 of the previous Office Action, paper number 8. 

Response to Arguments 

8. Applicant's arguments filed February 19, 2004 have been fiilly considered but they are 
not persuasive. 

Although not explicitly or clearly stated. Applicant implies that since Wang et al. disclose 
"active" joints (motor driven), these joints can not be fixed and thus can not anticipate the step of 
fixing these joints (note last full paragraph of page 5 to second fiill paragraph of page 6 of 
Applicant's remarks filed February 19, 2004). This is not understood by the Examiner. Is 
Applicant implying that the manipulator arm, and thus the joints, of Wang et al. is in a continual 
state of motion and thus never stops? If this is the case, then yes, these joints would not be fixed. 
However, Applicant would need to provide evidence of this in the Wang et al. reference since 
this would go against the conventional operation of surgical robotic arms. Or is Applicant 
arguing that some of Wang's joints are not passive? Nevertheless, some of them are and this is 
not being specified in the claims. In any event, the Examiner takes the position that when the 
arm is in the desired position, the joints not moving and are therefore fixed. 

It is noted that claims 2-5 and 8 are alleged by Applicant to be allowable as depending 
fi*om claim 1 . No further mention of these claims is deemed necessary. 
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With respect to the rejection of claims 9 and 10 over Wang et al. in view of Madhani et 
al, Applicant failed to address merits of the rejection but instead discounted such rejection on 
the basis of a lack of other limitations. Therefore, the Examiner will consider this as an 
admission that the merits of the original rejection was proper. 

Conclusion 

9. All claims are drawn to the same invention claimed in the appUcation prior to the entry of 
the submission under 37 CFR 1.114 and could have been finally rejected on the grounds and art 
of record in the next Office action if they had been entered in the application prior to entry under 
37 CFR 1.114. Accordingly, TfflS ACTION IS MADE FINAL even though it is a first action 
after the filing of a request for continued examination and the submission under 37 CFR 1.114. 
See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1. 136(a) will be calculated fi-om the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Leubecker whose telephone number is (703) 308-0951. 
The examiner can normally be reached on Monday through Friday, 6:00 AM to 2:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (703) 308-0994. The fax phone number for 
the organization where this appUcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) atJ66-2+^197 (toll-free). 
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